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Bef ore Qui nn, Chapman and Rogers, Adm nistrative Trademark

Judges.

Opi ni on by Rogers, Adm nistrative Trademark Judge:

Appl i cant has applied to register, on the Principal
Regi ster, UN FORM CPA EXAM NATION [the mark] in
International Cass 16 for goods identified as “printed
matter, nanely, practice accounting exam nations;
accounti ng exans; accounting examinformation booklets; and
prior accounting exam nation questions and answers.” The

application includes a claimof first use of the mark, and
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first use of the mark in comrerce, as of May 1948. Al so,
during prosecution, the application was anmended to incl ude
a claimthat the mark has acquired distinctiveness; and
registration is, therefore, sought under Section 2(f) of

t he Lanham Act, 15 U. S. C. 81052(f).

In the exam ning attorney’s initial Ofice action,
registration of the mark was refused on the theory that it
is a descriptive designation for applicant’s goods and,
further, “appears to be generic as applied to the goods.”
Applicant argued that the mark is not generic, and anended
to seek registration under Section 2(f). The exam ning
attorney withdrew the refusal to register the entire mark,
but asserted that CPA EXAM NATION is generic for
applicant’s goods and woul d have to be discl ai med, pursuant
to Section 6 of the Trademark Act, 15 U.S.C. § 1056. Wen
this requirement was made final, applicant filed a notice
of appeal to the Board and requested reconsideration, which
| ed to Board suspension of the appeal. After the request
for reconsideration was denied by the exam ning attorney,

t he appeal was resuned. The appeal is fully briefed and
applicant’s counsel and the exam ning attorney presented
oral argunments. W affirmthe requirenment that applicant
di sclaimthe exclusive right to use CPA EXAM NATI QN, apart

fromthe mark as a whol e.
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The record that has been created is sizable and the
argunments that have been presented in the briefs and at the
oral hearing are lengthy. W consider first, the record,

i ncluding what it reveals about applicant and its use of

UNI FORM CPA EXAM NATI ON.

Applicant’s Goods and Mark

To support its amendnent to proceed under Section
2(f), applicant submitted the declaration of Richard I.
MIler, applicant’s secretary and general counsel. In this
declaration, MIller asserts that applicant has made
“substantially exclusive and conti nuous use” of UN FORM CPA
EXAM NATION “in interstate comerce for at |least five years
i mredi ately preceding the date of filing of” the
decl arati on.

In addition, to support its request for
reconsi deration of the disclainmer requirenent, applicant
submtted the declaration of Craig NN MIls, its executive
director of exam nations. MIls states that applicant’s
exans are “used by the Boards of Accountancy of all fifty
states, the District of Colunbia, Guam Puerto R co and the
US. Virgin Islands...to assess the qualifications of
i ndi vi dual s seeking certification as CPAs.” He expl ains

that the Boards of Accountancy, established by states and
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| egi sl atures, “have been given exclusive authority over the
certification of CPAs” and that one may not becone a CPA

wi t hout satisfying the requirenents of a state or
territorial board.

In regard to the relationship of applicant and the
state and territorial boards, MIIls asserts, “upon
information and belief,” that, “since 1917, the Al CPA has
prepared and graded the exam nation used by the State
Boards as the primary neans of neasuring the technical
conpet ence of candi dates to becone CPAs”; that “since at
| east as early as 1946, the AICPA has distributed this
exam nation to the State Boards under the tradenmark UN FORM
CPA EXAM NATI ON'; and that “since 1952, the UN FORM CPA
EXAM NATI ON has been the only exam nation an individua
could take to obtain certification as a CPAin the United
States of Anmerica.”

Addi ti onal information regarding applicant can be
gl eaned fromfindings of fact in the reported decision of

American Institute of Certified Public Accountants v.

Anerican Institute of Certified Public Accountants, Inc.,

et al, 183 F. Supp. 926, 125 USPQ 487 (D.C.P.R 1960). In
this case, plaintiff [applicant] obtained an injunction
agai nst defendant’s use of plaintiff’s nane and vari ati ons

thereof. The decision, issued eight years after applicant
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reportedly becane the sole source of exam nations
individuals in the various states could take to becone
CPAs, describes sone of applicant’s history. The District
Court found that “plaintiff [applicant] prepares a two and
one-hal f day exam nation in accounting, auditing and
commercial law, and offers it to the states and territories
as a basis for their certified public accountant
exam nation” and that such had been done “for many years”;
and that, to becone a nmenber of applicant’s organization
“one nust be a certified public accountant and nust al so
have passed an exam nation satisfactory to [applicant]. |If
t he exam nation which the prospective nenber took as a
basis for obtaining his certificate as a certified public
accountant froma governnental authority is considered by
[applicant] to be inadequate, or ...took no such
exam nation, [applicant] gives the applicant [for
menber shi p] a special exam nation.” Also, the District
Court found that applicant had produced “a publication
entitled *Uni form CPA Exam nati on Questions--1954-56,"" in
April 1957 and applicant’s nanme appeared thereon as the
publ i sher.

The record before us also includes copies of sone of
applicant’s web pages that discuss its exam nation. 1In

t hese, applicant frequently refers to “the Exam nation”
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[utilizing an upper case “E’] when referring to the test it
prepares, but also refers to “the exam nation site”

[utilizing a | ower case “e”]. Applicant also posts the
follow ng confidentiality statenent, which uses

“exam nation(s)” [again, utilizing a | ower case “e”] except
in the references to “Uni form CPA Exam nation” and in the

listing of alink to a web page for “Exam nations Team

Publ i cati ons”:

Nondi scl osed Uni f or m CPA Exani nati on and Candi dat e
Confidentiality Statenent

The Uni form CPA Exami nation is nondi scl osed, which neans
that the questions remain secure after the exam nation has
been adm ni stered. However, the Al CPA publishes questions
t hat have been used on the exami nation, but will not be
used on future exam nations, in several publications (see
Exami nati ons Team Publ i cations).?

Candi dates and ot hers nmust not disclose the questions after
t he exam nation has been adm ni stered. Candidates are
required to read the follow ng statenent of confidentiality
on each Uni form CPA Exam nati on Booklet and to sign and
date the front of the Booklet, signifying that they agree
to conply with the policy, before they are allowed to open
t he Bookl et.

| hereby attest that I will not divulge the
nature or content of any question or answer to

any individual or entity, and I will report to
the board of accountancy any solicitations and
di scl osures of which | becone aware. | wll not

renove, or attenpt to renove, any Uniform CPA
Exam nation materials, notes, or other
unaut hori zed materials fromthe exam nati on room

Y Thi s underscoring on applicant’s web page is assuned to
indicate a link to anot her web page.
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| understand that failure to conply with this

attestation may result in invalidation of ny

grades, disqualification fromfuture

exam nations, and possible civil and crim nal

penal ties.
Excerpted Stories fromthe NEXI S Dat abase in the Record

There are of record many reprints of excerpts taken
fromthe NEXI S dat abase of newspaper, periodical and wire
service reports, submtted by both applicant and the
exam ning attorney. The initial NEXIS subm ssions from
both the exam ning attorney and applicant were retrieved
via searches for the phrase “Uniform CPA Exam nation,”
because, at that point in prosecution, the question was
registrability of the entire phrase, not whet her CPA
EXAM NATI ON shoul d be disclainmed. Nonetheless, the
excerpts are helpful in resolving the disclainer question.

Many of the excerpts submtted by the exam ning
attorney with her initial Ofice action show “CPA” and
“Certified Public Accountant(s)” used interchangeably in
phrases referring to applicant’s exam (O her excerpts show
use of “exant or “exami nation” [with a | ower case “e”] in
the manner of a generic term even when sone of these
excerpts may be read as referring to applicant’s exam

Some excerpts refer to the “uniforni examas that of a

particular state, rather than as an exam of applicant’s
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creation. And still other excerpts show use of “CPA "
“CPAs” and “certified public accountant” generically, such

as the foll ow ng:

...Laura McNutt of Telford has passed the Pennsyl vani a
UniformCertified Public Accountant Exam nation. ...-- The
Morning Call (Allentown), July 19, 1999.

* Accounting Award — Lisa Sellers ...received the |Iowa
Soci ety of Certified Public Accountants Silver Award for
earning the second highest score in the state on the
UniformCertified Public Accountants Exam nation. -- The
Des Moi nes Register, June 30, 1999.

The Tennessee Soci ety of CPAs presented the John S. d enn
Award, the nost prestigious award of the Educational &
Menori al Foundation of the TSCPA, to ... -- The Tennessean,
June 27, 1999.

...Fish has served as a NASBA [ Nati onal Association of State
Boards of Accountancy] regional director since 1998. The
Great Lakes Regi on includes nenber accountancy boards in
[I'linois, Indiana, M chigan, Chio, Pennsylvania and

W sconsin. NASBA serves as a forumfor the nation's state
boards of accountancy, which adm nister the Uniform CPA

exam nation, license certified public accountants and
regul ate the practice of public accountancy in the United
States. -- The Pantagraph (Bl oom ngton, Il.), June 13,
1999.

The AICPA is the national professional organization of CPAs
with nore than 320,000 nenbers commtted to the highest
standards of quality, independence and ethics in their
practice. It sets auditing standards, upholds the

prof ession’s code of conduct, provides continuing

pr of essi onal education, adm nisters peer review prograns
and upgrades the Uniform CPA Exam nation. -- The

Pant agraph (Bl oom ngton, I1.), My 2, 1999.

Joelle T. Taylor has conpleted the state Uniform CPA
exam nation. -- Sunday Star-News (WImngton, NC), Mrch
21, 1999.
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HEADLI NE: Residents pass La. CPA exam
BODY: NEW ORLEANS — One hundred and twenty-three
candi dat es have passed the exam nation required for
certification as public accountants, according to the State
Board of Certified Public Accountants of Louisiana.
The candi dates passed the Uniform Certified Public
Account ants Exam nation, which was given in Novenber.
Candi dat es who pass [sic] the examw || be issued a
Loui siana Certified Public Accountant certificate.
CORRECTI ON- DATE: March 11, 1999
CORRECTION: A story in Wdnesday’s Advocate that listed
candi dat es who passed the certified public accountants’
exam nation omtted that Mark Stephen Wrthen of Baton
Rouge passed the examw th the highest score. -- The
Advocat e (Baton Rouge, LA.), March 10, 1999.

13 Area Residents Pass CPA Exans, Join G oup

Thirteen Chattanooga-area residents have successfully
conpl eted the Novenber 1998 Uniform Certified Public
Account ant exam nation, according to the Tennessee State
Board of Accountancy. -- Chattanooga Tinmes / Chattanooga
Free Press, March 10, 1999.

The CPA designation is awarded by state accountancy
boards... -- The Virginian-Pilot (Norfolk, VA), January 23,
1999.

El ai ne Parker King of Durham a graduate of Meredith
Col | ege, has passed the uniformcertified public accountant
exam nation for North Carolina. She was one of 336
successful candi dates who passed all four parts of the
exam

Successful exam candi dates nust al so conpl ete work
experience requirenments before being awarded the Certified
Public Accountant certificate and CPA title by the state
Board of CPA Exami ners. -- The Heral d-Sun (Durham N.C.),
Oct ober 27, 1998.

* CPA Exam — David Freeman has conpl eted the Uniform
Certified Public Accountant Exam nation and now i s enpl oyed
by Arthur Andersen in Mnneapolis. -- The Des Mines

Regi ster, Septenber 30, 1998.

M chell e Fl egel of Fife was anbng 52 area residents who
passed the Washi ngton State Board of Accountancy’s Uniform
Certified Public Accountant Examination. -- The News

Tri bune (Tacoma, WA), Septenber 18, 1998.
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The State Board for Accountancy at the Virginia Departnent
of Professional and Qccupational Regul ati on has rel eased

t he nanes of candi dates who have passed the uniform CPA
exam nation. -- Roanoke Tines & World News, August 30,
1998.

NEXI S excerpts submtted by applicant in response to
the first Ofice action are argued by applicant to show
“even the perception of the public at large, [including
those not involved in the accounting industry] is that the
UNI FORM CPA EXAM NATION mark is not a generic designation
but rather is a trademark of applicant.” 1In this
connection, applicant submtted sel ected excerpts that al
associate the “unifornf examw th applicant. |In fact, sone
of these excerpts, including some appearing on wire
services rather than in newspapers or periodical s>, appear
to be news rel eases produced by applicant. Each of the
excerpts references applicant by nane and al nost al
utilize the conpl ete phrase “Uniform CPA Exam nati on”
[utilizing upper-case letters]. Nonetheless, even anong
t hese sel ected, and presumably nost favorable, excerpts,
one utilizes “Uniform CPA exam nation” [l ower case “e”] (DM

News, July 7, 1993); one apparent news rel ease from

applicant on the PR Newswire service (April 30, 1996)

2 NEXI S excerpts fromw re services are general ly accorded
limted probative value, since it cannot be assuned that they

10
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utilizes both “Uniform CPA Exam nation” and “the Novenber
CPA exam nation”; another apparent news rel ease from
applicant on the PR Newsw re service (Decenber 5, 1995)
utilizes “Uniform CPA exam nation” [|lower case “e”]; and
still another Al CPA news release, on the Business Wre
service (June 27, 1988), utilizes "“uniform CPA

exam nation.”

The remai ning NEXI'S evi dence consists of excerpts
submtted by the exam ning attorney with the second O fice
action, i.e., the first action wherein the exam ning
attorney required a disclainmer of CPA EXAM NATI ON. These
excerpts were retrieved via a search for articles with the
phrase “CPA exam nation” but not “uniforni:

HEADLI NE: 41 Pass State Examto Becone CPAs

BODY: The Nebraska State Board of Public Accountancy
said 41 people passed the certified public accountant
exam nation given in May. -- Qmha Wrl d-Heral d,
August 21, 2000.

J. Wade Parrish of The NCT G oup CPAs, has passed the
CPA exam nation. -- The Ledger (Lakel and, FL), August
20, 2000.

HEADLI NE: 47 candi dates pass CPA exam

BODY: A total of 47 candi dates passed the Certified
Publ i ¢ Account ant Exam nation conducted My 1-2,

according to the West Virginia Board of Accountancy.
-- Charleston Daily Mail, August 14, 2000.

have been seen in a newspaper or periodical. In re Patent and
Trademark Services Inc., 49 USP@@d 1537, 1538 fn 2 (TTAB 1998).

11
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Bartlett, Pringle & WIf, LLP, announced that M chael
Weaver and Shannon Ashby successfully conpl eted the
CPA exam nati on

The examis designed to assess the know edge and
skills that entry-level CPAs need when they enter
public accounting practice. -- Ventura County Star
(Ventura County, Ca.), August 12, 2000.

The accounting profession and acadenm a have

col | aborated to enhance accounting education primarily
by expandi ng the educational requirenents (typically
150 credit hours) necessary to sit for the CPA

exam nation. .. Hstorically, this phenonmenon has
resulted from an overenphasis by both accounting
educators and practitioners on the ability of students
to imedi ately pass the CPA exam nation (a technica
assessnment) upon graduation. -- The Chio CPA Journal,
July 1, 2000.

Ni ne graduates passed the CPA exam nation at Augustana
to becone Certified Public Accountant [sic]. Janes
King of Villa Park was anong those who recently passed
the CPA exam nation in Illinois. -- Chicago Daily
Heral d, May 14, 2000.

C ndy Anderson passed the CPA exam nation given by the
N.C. State Board of Certified Public Account

Exam ners. -- Sunday Star-News (W] nm ngton, NO),
April 2, 2000.

[ DeVry] acquired Denver Technical College (1,700
students) and the Chi cago-based Convi ser Duffy CPA
Review, which it folded into its Becker CPA Revi ew
subsidiary, the nation’s | eading course of study for
candi dates for the certified public accountant (CPA)
exam nation. -- Crain’s Chicago Business, Decenber 6,
1999.

Bot h Becker and Convi ser Duffy are nmulti-Iocation
courses that prepare students for the certified public
accountant exami nation. -- Chicago Daily Herald, July
7, 1999.

Mar enakos ...passed her certified public accountant

exam nation | ast year. -- The Post and Courier
(Charl eston, SC), June 28, 1999.

12
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Dictionary Listings, Internet Web Pages and “Third-Party”
Regi strations in the Record

Apart fromthe NEXIS evidence, the record includes a
dictionary definition show ng that “CPA” and “C.P. A" are

abbreviations for “certified public accountant,” and a
dictionary definition show ng that “exam nation” neans,
anong ot her things, “a set of questions or exercises
testing know edge or skill.” Also, both applicant and the
exam ning attorney have nmade of record various web pages
fromentities other than applicant.

The exam ning attorney has nmade of record a web
page from*“WIley CPA Exam On-Line,” with the Internet
address “http://brinstone.w | ey.conlcpaweb/”. This
page pronotes the Wl ey goods and services with the
followi ng statenent: “WIley invites you to experience
t he newest CPA exam preparation resource. ...Real-tine
interactive CPA exam preparation tests covering all of
the sections you' |l encounter on the Al CPA exam”

Anot her Wl ey web page the exam ning attorney has
submtted is the “site nap” page for the “WIley CPA
Exam nation Review,” which includes a link to the
“Wley Virtual CPA Exam Review [ww. wi | ey.conT -

product s/ subj ect/accounti ng/ cpa/sitemap]. Another web

page, from “Bi sk CPA Review,” pronotes “CPA Exam

13
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preparation materials” and asserts that “Bi sk has
hel ped over 125,000 candi dates pass the CPA Exam”
[ ww. cpaexam - coni Scri pt s/ User Hone/ About / About | .
Finally, the exam ning attorney has submtted a
reprint fromthe “CPA Exam Revi ew. Conf web site, which
pronotes itself as a “one stop-shop for discount CPA
Exam Revi ew materials fromquality providers” and
posts “links to CPA examresources” and “the | atest
CPA exam news.”

Applicant has made of record reprints of other
web pages from ni ne websites which applicant says show
“that the term CPA EXAM NATION is used only in

connection with Applicant’s goods, the UN FORM CPA

EXAM NATI ON test” (underscoring by applicant). The
search results page fromapplicant’s search shows the
follow ng as the “search for” statenent: “‘cpa

exam nation’ -uni formtai cpa.” Understandably, the
search returned web sites that, for the nost part,

i nclude references to applicant; sonme, however, do
not. Moreover, these sites all include references to
“CPA exani or “CPA exam nation” in a manner that would
be perceived as generic usage, at |least in the absence

of references to applicant al so appearing on these

14
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pages.® W discuss each of these web pages, and quote

pertinent parts, bel ow

The “Lanbers of Arizona” web page, which touts the
“Lanbers Honme Study CPA Review’ as “an integrated
approach to exam preparation,” states:

“There is no substitute for know edge, and we teach
our students to think, not just nmenorize. This is
especially inportant now that the Al CPA no | onger

rel eases CPA exam nation questions.” [underscoring on
web page, www. azl anbers. coni cpa]

The “El ectroni c Accountant” web page includes a news
itemthat reads:

“[ Headl i ne:] Al CPA Nanmes Johnson Director of CPA Exam
[ Body:] New York (May 30, 2000) -- The American
Institute of CPAs has naned Gregory Johnson as its
director of the CPA examination. In his newrole,
Johnson is responsible for ensuring that the CPA
exam nation is well positioned with state boards of
accountancy, state CPA societies and the National
Associ ation of State Boards of Accountancy.”

[ wwv. el ect roni caccount ant. conf news]

“The Financial Managenent Network” web page in
“Today’ s News & Features” posted the foll ow ng news
item

“[HEADLINE:] Here it Comes — Ready or Not!! The
Conmputeri zed CPA examis projected for 2003

[BODY:] The AICPA is feverishly working to conplete
t he goal of converting the CPA examfromthe
traditional pencil and paper format to a conputerized
exam The target date for a conputerized examis
2003. If you will be taking the CPA exam after 2003,
your study nethods should take on a new | ook. ...The
new Wl ey Virtual CPA Exam nation Review

(www. wi | eyvirtual.con) is the type of product to use.
...Don’t let the real CPA examteach you. Use the
Wley.” [ww.fmonline.com publishing/article]

® W discuss, infra, applicant’s argunent that because of the
references to applicant on these web pages, and in other itens in
the record, references to “CPA exani or “CPA exani nation” woul d
be perceived solely as references to applicant’s UN FORM CPA
EXAM NATI ON and not as generic terns.

15
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The West Virginia Board of Accountancy web page is
titled “CPA Exam nation Information” and states:
“Applicants nust neet all eligibility requirenents at
the tinme of making application to sit for the CPA
exam nation.” [ww. state.w. us/whboa/ exam nf 0]

The Kentucky State Board of Accountancy web page
titled “Uniform CPA Exani states: “Candidates for the
CPA exam nation nust be: ...The American Institute of
Certified Public Accountants (Al CPA) prepares the

uni form CPA exam nation used by the Kentucky State
Board and accountancy boards of all other states..

The CPA exam nation is given tw ce each year...

Initial applications for adm ssion to the CPA

exam nation...” [ww. state. ky. us/agenci es/ boa/ Exani

A web page apparently fromthe Coll ege of Business

Adm ni stration of The University of Louisiana at
Monroe is titled “Certified Public Accountant

Exam nati on Application Requirenents In Louisiana” and
states “The Certified Public Accountant (CPA)

Exam nation is given in May and Novenber of each
year.” [http://cba.ul medu/roshtop/ CPA exam

The web page fromthe Accountancy Board of Chio is
titled “CPA Exam nati on Candi date I nformation” and
includes the following: “Note: Al of the CPA

exam nation rul es have been changed, effective January
1, 2000. For information about obtaining the CPA
certificate after you pass the CPA exam nation, please
check... You may al so use our CPA Exam nation Course
Eval uation Checklist..” The web page lists “Future
CPA Exami nation Dates” and “Future CPA Exam nation
Sites.” The page goes on to state: “CQur agent for CPA
exam nations adm nistration is CPA Exam nation
Services. ...You may request My, 2000 CPA exam nation
materials directly fromthe CPA Exam nation Services
Wb site, or you nmay downl oad CPA exam nation
materials fromthat site.” The web page goes on to

| ist an address for CPA Exam nation Services, and

i ncl udes various links, including “May 2000 CPA

Exam nation Pass List,” “Information concerning CPA
exam nation grade rel ease,” and “CPA exam nation

candi dat e brochure (AICPA).”

[ ww. st at e. oh. us/ acc/ cpaexani

16
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A web page whose source is unclear features an item
titled “A Conputer-Based Version O The CPA Exam Bei ng
Devel oped” witten “By Craig Browning.” This states:
“The Uni form CPA Exam nation may be a fully

oper ational conputer-based exam nation as early as
2003. Janes Blum exam nations director for the
Anmerican Institute of Certified Public Accountants

(Al CPA), presented an overview of the process involved
in this change to the CPA exam at a recent |uncheon at
CLEAR s annual conference in Denver, Col orado.”

Later, the article refers to both “inplenentation of a
conput er - based CPA exant and a “tineline for

adm ni stering a conput er-based Uniform CPA

Exam nation.” [ww. cl ear hq. or g/ cpaexaml]

The | ast of these web pages sel ected by applicant
appears to be froma personnel placenent firm known as
“KTC which operates in the tax field. The web page
descri bes the background of the firm s president and
states that he “received his bachelor’s degree in
accounting from Baruch College (CUNY) in 1981 and
passed the CPA exanmination shortly afterwards.” The
article also reports that the firms president is
active in the AICPA. [ww.taxcareers.conl president]

The exam ning attorney has submitted printouts from
the O fice' s conputerized database of registrations show ng
that there are two registrations for WLEY CPA EXAM NATI ON
REVI EW each with a disclainmer of CPA EXAM NATI ON REVI EW
that there are two registrations for CPA TRAK, one of which
i ncl udes a design elenent, and both of which include
di sclaimers of “CPA’; and that there is a registration for
a conposite word and design mark featuring the words
“MCI NTOSH COLLEGE” and “CPA TRAK,” and which incl udes
di sclainmers of “COLLEGE” and “CPA.” The exam ni ng attorney

al so notes that in four of these five registrations, “CPA

17
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exami or “CPA examnation” is part of the wording of the
identifications of goods or services. |In addition, the
exam ning attorney has submitted printouts of eight other
registrations, for marks that do not include the terns CPA
or EXAM NATI ON, but which do refer to “CPA exani or “CPA
exam nation” in their identifications. Al of the
af orenenti oned 13 registrations are for marks used for
goods or services in the nature of educational services or
course books and publications for preparing candi dates for
CPA testing.

The exam ning attorney has submtted reprints of
information regarding registrations that include
di sclaimers of the word “exanf or “exam nation,” but we do
not find these particularly useful in deciding the question
whet her applicant should be required to disclaim®“CPA
EXAM NATI ON.”  Applicant has submtted information
regarding registrations for marks for other standardized
tests or examnations as well as reprints of web pages
concerning these tests or examnations and entities that
provi de courses or materials for preparing for these
exam nations. W also do not find these materials

particularly useful. See In re Nett Designs Inc., 236 F.3d

1399, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (“Needless to

say, this court encourages the PTO to achieve a uniform

18
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standard for assessing registrability of marks.
Nonet hel ess, the Board...nust assess each nmark on the record

of public perception submtted with the application.”)

Summary of Argunents

Acknow edgi ng the Marvin G nn* test for genericness,
the exam ning attorney argues that the class of goods or
services at issue in this case is exam nations used to
determ ne one’s qualification to becone a CPA. Though she
did not explicitly state as nuch in her brief, the
exam ning attorney stated at the oral hearing that she
considered the relevant class of consuners to be CPA
candi dat es.

The exam ning attorney argues that the record
establishes that “CPA’” and “exam nation” both are generic
terms when used in connection with applicant’s goods. She
al so argues that the conposite “CPA EXAM NATI ON' portion of
applicant’s mark UNI FORM CPA EXAM NATION i s just as generic
as each of the two terns are individually:

CPA is an abbreviation for “Certified Public

Accountant.” Examination is defined as “a set of

questions or exercises testing know edge or

skill.” A CPA exanmination is a set of questions

or exercises testing one’s know edge or skill to
become a certified public account[ant]. The

4 H Marvin Gnn Corp. v. International Ass’'n of Fire Chiefs,
Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cir. 1986).
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conbination of the two generic terns CPA and
EXAM NATI ON does not <create a separate, non-
generic conpound word with any neaning other than
that of its constituent words. .. There is no
other nmeaning for the term CPA EXAM NATI ON ot her
then [sic] a set of questions or exercises
testing knowl edge or skill to becone a CPA
[Brief, p.4; footnotes omtted]

At the oral hearing, the exam ning attorney requested
that we take judicial notice of dictionary definitions of
“conpound word” and “phrase.” This request was made in

conjunction with the exam ning attorney’ s argunent, based

on In re Gould Paper Corp., 835 F.2d 1017, 5 USPQ2d 1110

(Fed. Gr. 1987), that we should find CPA EXAM NATION to be
a conpound word, in the sane manner that SCREENW PE was
found to be a compound word in Gould, and not a phrase.

Conpare, in regard to treatnent of phrases, In re Anerican

Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832 (Fed. G r.

1999). It is the examning attorney’ s position that one
can find a conpound word when two words are used together,
even if they have a space between them

Apart from her reliance on dictionary definitions and
evi dence that shows “CPA’ and “exam nation” to be,
i ndi vidually, generic, and her argunment that coupling the
terms only creates a generic conpound word, the exam ning
attorney al so argues that the rel evant public understands

“CPA EXAM NATION’ itself to primarily refer to the class of
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goods conprising the test for determning one’s ability to
becone a CPA

Finally, the exam ning attorney argues that applicant
cannot avoid a finding of genericness nerely because it has
becone the only supplier of a test used by all the states
as one aspect of determning an individual’s fitness to
become a CPA. No nmatter the |length of use, she argues,
appl i cant cannot acquire exclusive rights to use the
generic term “CPA EXAM NATI ON' apart fromthe mark UN FORM
CPA EXAM NATI ON

Appl i cant argues that the exam ning attorney has too
narrow y defined the genus of goods at issue, so that it is
“a genus containing but a single species.” Applicant urges
that we consider the genus to be “professional exam nations
used to determne an applicant’s qualifications to enter a
profession.” Applicant agrees with the exam ni ng attorney
t hat CPA candi dates are anong the rel evant public, but
asserts that we should al so consider the various state
boards of accountancy to be wthin the relevant public.

Alluding to its status as the sole provider of the
test used by the various states and territories to
determ ne the technical conpetence of CPA candi dates,
applicant argues that the “uncontroverted evidence” of such

use “explains why the rel evant public recognizes the ‘CPA
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EXAM NATI ON' portion of Applicant’s mark, no |less than the
entire trademark, UN FORM CPA EXAM NATION, to refer to
applicant’s goods and not to some hypot hetical general
class of goods.” [Brief, p. 13] |In fact, applicant argues
that because it is the sole preparer of the |icensing test

for certified public accountants, “all evidence of record
necessarily points to Applicant as the source of the ‘' CPA
EXAM NATI ON' even when Applicant is not specifically
identified.” [Brief, p. 15] Further, applicant argues
that “the use of the definite article ‘the’ in connection
with ‘CPA Exami nation’ in every news article introduced
into evidence ...is inplicit acknow edgnent of each author’s
understanding that there is only one test given to neasure
t he conpetence of individuals seeking the certified

pr of essi onal accountant designation.” [Brief, p. 16;
enphasi s by applicant] Thus, applicant concludes, not only
do CPA candi dates and state accountancy boards understand
that the test conmes froma single source, but such
understandi ng clearly extends beyond this relevant public
to others. The know edge that the CPA test emanates froma
single source, even if that source is unknown, establishes

t hat CPA EXAM NATI ON functions as a tradenmark, applicant

argues. [Brief, p. 16]

22



Ser No. 75/626, 097

Citing Inre Ferrero S.p. A, 24 USPQ2d 1155 (TTAB

1992), applicant argues that, given its long use of its
mark, if there were others using “CPA exam nation” in a
generic manner, then surely the exam ning attorney ought to
have been able to find evidence of such use. |In addition,
the fact that applicant produces a uni que product cannot be
used as a basis for finding that its nanme for that product
is generic, applicant argues, citing Section 14(3) of the

Lanham Act, 15 U.S.C. 81065(3) and R Guastavino Co. V.

Conerma, 180 F. 920 (C.C. S.D.N. Y. 1910).

Applicant also argues that it is inappropriate for the
examning attorney to require entry of a disclainmer of a
portion of a mark for which registration is sought under
Section 2(f) of the Lanham Act. Challenging the exam ning
attorney’ s view of what nmakes a “conpound word,” applicant
argues that the space between “CPA’ and “EXAM NATION’ is
significant; that “CPA EXAM NATION' is not a conpound word;
and that, therefore, the instant case is not governed by
Goul d, supra, but rather, by American Fertility, supra.

Finally, alluding to certain itens in the record,
applicant argues that the exam ning attorney’s disclainer
requi renent cannot be based on the use of “CPA exami or
“CPA exam nation” by entities that produce CPA test

preparation materials or courses, for two reasons. First,
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those entities assertedly know there is only one

exam nation to determ ne the technical conpetence of any
person wi shing to becone a CPA. Second, if such use could
establish that “CPA exam nation” is generic, then nunerous
regi strations of marks for other standardi zed tests al so
woul d be vul nerable to cancellation as generic, because
there is material of record that shows test prep courses
and conpanies utilizing the registered marks for these

ot her standardi zed tests in the marketing of such prep

courses and materials.?®

Deci si on

Applicant’s entire mark, UN FORM CPA EXAM NATI ON
initially was refused as descriptive and possibly generic.
When applicant amended the application to seek registration
under Section 2(f), it inplicitly admtted that the

conposite | acks inherent distinctiveness. See In re Cabot

Corp., 15 USPQ2d 1224 (TTAB 1990). However, by making the
anmendnent, applicant is not viewed as having admtted that
the conposite is generic.

The exam ning attorney, apparently retreating from her

initial conclusion that the conposite m ght be generic,

> Exanpl es applicant cites to are Kaplan Inc. or The Princeton
Revi ew prep courses for tests such as the GRADUATE RECORD
EXAM NATI ONS® (GRE) and LSAT® (Law School Adm ssion Test).
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accepted the anendnent to seek registration under Section
2(f) and withdrew the Section 2(e)(1) nere descriptiveness
refusal. Nonethel ess, the exam ning attorney determ ned
that “CPA EXAM NATI ON' is generic when used in connection
w th applicant’s goods. Thus, the exam ning attorney
required a disclainer of “CPA EXAM NATION.” See Lanham Act
Section 6(a), 15 U.S.C. § 1056(a). Applicant has argued
that, because it seeks registration under Section 2(f), it
cannot be required to disclaimany portion of its mark.
The argunent has nerit only in cases where a disclai ner
requi renent is based on the asserted descriptiveness of a
term Section 2(f) does not aid applicant when the

exam ning attorney’s assertion is that the termto be

disclaimed is generic. Cf. Inre K-T Zoe Furniture Inc.,

16 F.3d 390, 29 UsSPQ2d 1787 (Fed. G r. 1994), wherein the
applicant argued that, once the Ofice accepted an
anendnent to proceed under Section 2(f), the show ng of
secondary neaning covered all the words in applicant’s
mark, as well as the stylized display thereof. The Board
di sagreed and affirnmed the exam ning attorney’s requirenent
for a disclainmer; and the Court affirmed. 1d. See also,

In re Creative Goldsmths of Washi ngton, Inc., 229 USPQ

766, 767-68 (TTAB 1986), which includes a | engthy

di scussion of this issue.
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The determ nation whether a termis generic “invol ves
a two-step inquiry: First, what is the genus of goods or
services at issue? Second, is the term sought to be
regi stered ...understood by the relevant public primarily to
refer to that genus of goods or services?” Mrvin G nn
supra, 228 USPQ at 530. Evidence of the public's
understanding of a termmay be obtai ned from any conpetent
source, including testinony, surveys, dictionaries, trade

journals, newspapers and other publications. See In re

Merrill Lynch, Pierce, Fenner and Smth Inc., 828 F.2d

1567, 4 USPRd 1141, 1143 (Fed. GCr. 1987), and In re

Nort hl and Al um num Products, Inc., 777 F.2d 1556, 227 USPQ

961, 963 (Fed. Cir. 1985).

As Professor McCarthy has observed in regard to the
first part of the inquiry, expanding or contracting the
definition of the genus can substantially affect the final
determ nation of whether a termis generic. 2 J. Thomas
McCarthy, McCarthy on Tradenmarks and Unfair Conpetition §
12: 23 (4'" ed. 2001). The observation seens not to have
gone unnoticed by either applicant or the exam ning
attorney, who argue for different definitions of the
i nvol ved cl ass of goods. However, the respective
suggestions ignore the identification of goods in

applicant’s application, which specifies applicant’s goods
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as “practice accounting exam nations; accounting exans;
accounti ng exam i nformation booklets; and prior accounting
exam nati on questions and answers.”

In Marvin G nn, the Court noted that the involved mark
was registered for a “magazine directed to the field of
firefighting”; noted that the record reveal ed the existence
of other publications directed to that field; and concl uded
that the “class of nmagazines at issue is, therefore, those
directed to the field of firefighting.” Marvin G nn
supra, 228 USPQ at 532. In American Fertility, the Court
stated that it would determ ne whether the Patent and
Trademark Office had carried its burden of proving that
SOCI ETY FOR REPRODUCTI VE MEDICINE “is generic as applied to
the Society s services, nanely, pronoting the interests of
the reproductive nedicine profession.” Anerican Fertility,
supra, 51 USPQRd at 1836. It did not determ ne whether
SOCI ETY FOR REPRODUCTI VE MEDI CI NE had been proven generic
for societies pronoting the interests of other professions.
@Qui ded by these decisions, we discern no |egal support for
the exam ning attorney’ s argunent that we shoul d define the
cl ass of applicant’s goods nore narrowWy than its
identification. On the other hand, we |ikew se do not see
any basis for adopting applicant’s definition of the class

and considering the question whether CPA EXAM NATION i s
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generic for exanms, practice exans, etc., in professions
ot her than accounti ng.

W find the class of goods to be adequately described
by applicant’s chosen identification and, contrary to
applicant’s argunent, we do not find this to define a genus
Wi t hout any species. Rather, applicant’s identification
contenpl at es exans, practice exans, examinformation
bookl ets, and collections of prior exam questions and
answers of various types and for various aspects of the
accounting field. This would include, for exanple, exans,
practice exans, and exam i nformati on booklets for college
and professional -1evel accounting and for CPA and non- CPA
pur poses.

Wth regard to defining the rel evant public whose
perception of CPA EXAM NATION is critical to our analysis,
we agree with applicant that this includes woul d- be CPAs
and state boards that certify CPAs and adm ni ster exans as
part of the certification process.® However, we al so
include in the relevant public CPAs thensel ves, who nay use
CPA EXAM NATION in listing professional qualifications, and

the various entities revealed by the record to be nmarketing

® If applicant were seeking to register a certification mark or
col l ective nmenbership mark, then the rel evant public m ght be
nmore broadly defined and include consuners who mght rely on a
certification mark or nenbership mark in the selection of a CPA
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or distributing booklets, prep course materials, practice
tests, and the like, or involved in the admnistration
and/ or gradi ng of exam nations of woul d-be CPAs.

Bef ore considering what the record reveal s about
whet her nmenbers of the relevant public perceive CPA
EXAM NATION to refer to the involved class of goods, we
briefly consider the difference of opinion, as between
applicant and the exam ning attorney, with regard to the

applicability of In re Gould Paper Corp., 835 F.2d 1017, 5

UsP2d 1110 (Fed. G r. 1987). The exam ni ng attorney
requested, at oral argunent, that we take judicial notice
of definitions of “conpound word” and “phrase,” for the
pur pose of establishing that two words can be considered a
conpound even when they are not joined as one and,
therefore, the evidentiary standard established in Gould
for determning the genericness of a conpound word can be
applied in the instant case. The exam ning attorney did
not provide copies of the definitions fromwhich she read;
however, by referencing dictionaries, we have found
definitions of the word “conpound” that includes exanpl es
of words that are considered compound. Although nost of
the exanples are joined or collapsed into one word, there

are exanpl es that include a space or a hyphen between the
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parts.’ Applicant, in contrast, asserted at the oral
argunent that the presence or absence of a space between
two words nakes a difference and that Goul d does not apply
except in the case of two words actually joined into a
si ngl e conpound word. 8

This is not the first case in which parties to an
inter partes proceeding, or an applicant and an exam ni ng
attorney in an ex parte proceedi ng, have argued over how to
har nmoni ze Gould and Anerican Fertility. W, however, need
not address these argunents. The effect of the latter
decision’s limtation on Gould is to preclude the Patent
and Trademark O fice fromfinding a nulti-word phrase to be
generic, when the only avail able evidence is that the
conponents are, individually, generic. 1In the case at
hand, assessed under Anerican Fertility, we have vol um nous

evi dence of use of “CPA exanf and “CPA exam nation,”

" See, e.g., “compound la: a word consisting of conponents that
are words (as rowboat, fireman, high school, devil-may-care,
airtight.) 466 Wbster’s Third New International Dictionary
(1993), and “compound .4. (of a word) a. consisting of two or
nmore parts that are al so bases, as housetop, many-sided, playact,
or upon.” 420 The Random House Dictionary of the English
Language (2" ed. 1987).

8 I'n essence, during his argunent, counsel agreed that

CPAEXAM NATI ON woul d be generic under Gould but argued that CPA
EXAM NATI ON woul d not. Wen two words have each been shown to be
generic for goods or services, there is at |east the chance that,
upon joinder, they would sonehow take on additional meaning or an
altered connotation and, perhaps, not be generic as a conpound.
We do not see how generic words separated by a space can be non-
generic when the words joi ned woul d be generic.
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i ncluding, too, exanples with the CPA initialismspelled
out. The question we nust resolve is the significance of
this evidence.®
Applicant argues that the authors of articles

retrieved fromthe NEXIS database all recognize that there
is but one CPA EXAM NATI ON because they generally use “the”
as a preface; and, applicant adds, it is irrelevant if, for
aut hors not focusing on the accounting field, the single
source i s anonynous. Applicant also argues that the state
Boards of Accountancy that utilize applicant’s exam and the

entities which offer, anong other things, conpeting

® puring prosecution of the application, and after the amendment
to proceed under Section 2(f), applicant offered to disclaimCPA,
if the exam ning attorney woul d then approve the mark for
publication. During the oral argument, the Board asked
applicant’s counsel whether it would be nore appropriate, if only
one word were to be disclainmed, to disclaim®“exam nation,” in
vi ew of the goods being identified as exans, practice exams, etc.
Counsel explained that the original offer to disclaimCPA was
made because he believed that there was a judicial decision
hol di ng t hat CPA was generic, but counsel then offered to
di scl ai m “exam nation” rather than CPA, if the Board would
thereby be inclined to approve the mark for publication

Frankly, were we to analyze this case under Gould, there is
sufficient evidence to establish that both “CPA" and
“EXAM NATI ON' are generic when used in conjunction with an
exam nation used to test the know edge of CPA candi dates. Thus,
under Gould, we would find “CPA EXAM NATI ON' generic, and woul d
not find a disclaimer of only “CPA” or only of “EXAM NATI ON’
appropriate. Such evidence includes, inter alia, dictionary
definitions of both “CPA’ and “exami nation,” the w despread use
of CPA by both state boards of accountancy and by firns that
prepare CPA candi dates for testing, and applicant’s own use of
“exami nation” as a generic term for its exam in its candidate
confidentiality statement that every individual sitting for the
exam nust read and sign
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practice exans, all know applicant is the sole source of
the examthat is used in all states to test CPA candi dates.
We acknow edge that these two constituent groups from
the relevant public — state boards and conpetitors of
applicant in the field of offering exam preparation
materials and practice exanm nati ons — appear to recogni ze
that the UNI FORM CPA EXAM NATION is a product of the Al CPA
Nonet hel ess, that recognition has not stopped many entities
wi thin these groups fromutilizing “CPA exani and “CPA
exam nation” on their web pages and in their materials in a
manner that woul d be perceived as generic by individuals
from anot her group in the relevant public — candi dates
preparing to take the exam offered by one of the state
boards, who, perhaps, prepare with materials from one of
the purveyors of prep courses and practice exam nations.
This duality may have historical roots, at |east for
the state boards. By applicant’s own account of its
hi storical involvenent in the accounting field, and
reasonabl e inferences to be drawn therefrom state boards
have been certifying public accountants for nore than four

score years!®, and applicant offered an exani nation that

0 This is the length of tinme applicant has been involved in the
field. It is reasonable to assune that there was a period of
time predating applicant’s involvenent in the field when at | east
some states were certifying public accountants. Thus, we would
not be surprised to learn that the governance function of the
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they could use for this purpose as early as 1917. Yet
applicant did not adopt UN FORM CPA EXAM NATION as a
designation for its test until 1946. Wen questioned at
oral argument, counsel was unable to tell us what applicant
called its examfor the nearly 30-year span from 1917 unti
1946. Further, it was not until 1952 that all the states
were utilizing applicant’s examto test their CPA
candi dates. The conclusion we draw from applicant’s
recitation of this history is that at |east sone individual
state boards were exam ni ng CPA candi dates, i.e.
adm ni stering CPA exam nations for nearly 30 years before
applicant adopted its clained mark. Moreover, even after
appl i cant adopted the UNI FORM CPA EXAM NATI ON desi gnati on
anot her six years passed during which sone states continued
to adm nister their own CPA exam nations, not applicant’s
test.

Not wi t hst andi ng applicant’s adoption of the
desi gnati on UNI FORM CPA EXAM NATI ON, and notw t hst andi ng
counsel s argunent that the record shows the CPA

EXAM NATI ON portion thereof is just as readily identified

states over the certification of public accountants |ikely has
gone on for a century or nore. However, the record does not
reveal the history of the various state boards, only the history
of applicant’s involvenent. Thus, we do not presune
certification by state boards prior to the tinme applicant began
offering its test for their use, i.e., approximately 85 years
ago.
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with applicant as is the entire phrase, the record is clear
that state boards of accountancy still refer to the CPA
exam nations they admnister in a generic fashion. 1In this
regard, we note, in particular, that, anong the reprints
fromweb sites that applicant made of record during
prosecution are pages fromthe state boards of West
Virginia, Kentucky and Onhi o, each of which utilizes "“CPA
exani or “CPA exam nation” in generic fashion.

O her evidence of this type of generic use by nenbers
of the relevant public, or which would be likely to be read
by menbers of the relevant public, includes the July 1,
2000 NEXI S excerpt fromthe OChio CPA Journal; the web sites
fromentities that nmarket test prep materials and practice
exans, e.g., Wley, Bisk, Lanbers and “CPA Exam
Revi ew. com” the “taxcareers.conf web site of the KTC
accounting personnel placenent firm and the “El ectronic

Accountant,” “Financial Mnagenent Network,” and the
“clearhg.org” web site. Sone of these web sites not only
utilize “CPA exant or “CPA exam nation” generically on
their pages, but also use a formof “CPA exanf in their web
page addresses. Moreover, while we have not consi dered
purchasers of CPA accounting services to be anong the

relevant public for our inquiry, that does not nean that

the many NEXI S article excerpts from general interest
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publications, as opposed to specialized journals or

busi ness publications, would not be seen by woul d- be CPAs,
who are anong the relevant public. CPAs and CPA candi dates
woul d be just as likely as other nenbers of the public to
see, and have their perception of “CPA EXAM NATI ON’

i nfluenced by, the nunerous generic uses of “CPA exani and

“CPA exami nati on”}

in publications of general circulation.
Thus, even if we accept applicant’s argunent that these
particul ar nmenbers of the relevant public would know t hat
there is one source for the UNI FORM CPA EXAM NATI ON, they
woul d, nonet hel ess, |ikely perceive “CPA exam nation” as a
generic term

In regard to applicant’s argunment that CPA and CPA-
candi dat e nenbers of the relevant public would Iikely know
that there is one source for the UNI FORM CPA EXAM NATI ON
(even if they do not know it is applicant), the record
suggests that this may not be universally true. For
exanpl e, the web page fromthe Accountancy Board of Ohio
states that its “agent for CPA exam nations adm nistration

is CPA Exam nation Services. ...You may request My, 2000

CPA exam nation materials directly fromthe CPA Exam nation

M onthis regard, we also include excerpts wherein the initialism
is set forth as “cpa” rather than “CPA " and excerpts wherein the
i ndividual terns conprising the initialismare spelled out.
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Services Wb site, or you may downl oad CPA exam nati on
materials fromthat site.”'® W note, also, two stories
from The Pant agraph of Bl oom ngton, Illinois appearing in
May and June 1999. The May article states that the Al CPA
“upgrades the Uniform CPA Exam nation,” while the June
article states that “NASBA serves as a forumfor the
nation’s state boards of accountancy, which adm nister the
Uni f orm CPA exam nation, |license certified public
accountants and regul ate the practice of public accountancy
inthe United States.” These stories nay |ead readers to
believe that the Al CPA serves only a collateral or advisory
role in inproving a test created and adm ni stered by the
state boards and/or NASBA.'* Finally, we note various NEXIS
excerpts, each of which refers to the exam nation

adm nistered by a particular state as that state’s exam

These include references to “the Pennsyl vania Uniform

Certified Public Accountant Exam nation,” “the state
Uni f orm CPA exam nation,” “the uniformcertified public
accountant exami nation for North Carolina,” “the Washi ngton

State Board of Accountancy’s Uniform Certified Public

2 There is nothing in the record to establish that CPA
Examination Services is part of, or affiliated with, applicant.

13 While neither applicant nor the examining attorney subnitted

i nformati on about NASBA for the record, counsel for applicant, at
the oral hearing, acknow edged that NASBA mi ght be considered a
conpetitor of applicant.
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Account ant Exam nation,” “the CPA examination in Illinois,”
“the CPA exami nation given by the N.C. State Board of
Certified Public Account Exam ners,” and the headline
“Residents pass La. CPA exam” These articles may suggest
the examgiven in each state is the sanme, i.e., uniform
but may not necessarily suggest that there is a single
source for the test, rather than a collaborative effort by
t he states thensel ves.

Al'l of this evidence persuades us that the rel evant
public primarily perceives “CPA exam” “CPA exam nation,”
and variations in which the initials are set forth in | ower
case letters or wwth its conponent terns spelled out, as
generic, even if a sizable subset of that public draws an
associ ati on between the Al CPA and the UN FORM CPA
EXAM NATION. We find that “CPA EXAM NATION’ is generic
and, therefore, affirmthe exam ning attorney’s requirenent
for a disclainmer. W are not persuaded of a contrary
conclusion by applicant’s argunent that if part of the
basis for our finding is the generic use of “CPA
exam nation” by entities that market CPA test prep courses
and practice exam nations, then we will have rendered
vul nerable to cancellation registrations for other marks
for standardi zed tests. |In accordance with the Nett

Desi gns deci sion, supra, we reject this argunent as

37



Ser No. 75/626, 097

i napposite to the question before us, specifically, whether
applicant nust submt a disclaimer of the “CPA EXAM NATI ON
portion of its mark. As Nett Designs nakes clear, each
case nust be considered on its own record. Neither the

ci rcunst ances under which the O fice has registered other
mar ks for other standardized tests, nor the circunstances
under which third parties nmake use of those marks to
advertise their test prep courses and materials, is

rel evant to the question we nmust decide. Nett Designs,

supr a.

VWi | e applicant has nmade ot her argunents we have not
specifically addressed in this decision, we have consi dered
themall. W directly addressed only those that are
rel evant to the facts and circunstances presented by the

record and, therefore, required conmment. See General Foods

Corp. v. Studi engesellschaft Kohle nbH 972 F.2d 1272, 23

UsP@d 1839, 1847 (Fed. Cr. 1992).

Deci sion: The requirenment under Section 6 of the
Trademark Act, 15 U S.C. § 1056, for a disclainer of “CPA
EXAM NATI ON' apart fromthe mark as a whole, is affirned.

The refusal of registration in the absence of a
disclaimer will be set aside and the mark published for

opposition if applicant, no later than 30 days fromthe

38



Ser No. 75/626, 097

mai | ing date hereof, submts an appropriate disclainer.

See Tradenmark Rule 2.142(q).
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